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§ 1.17(s) will be deferred and any deci-
sion on the petition affirming or modi-
fying the requirement will set a new 
time period to elect the invention or 
inventions to be searched and exam-
ined and to pay the fee set forth in 
§ 1.17(s) for each independent and dis-
tinct invention claimed in the applica-
tion in excess of one which applicant 
elects. 

(3) The additional inventions for 
which the required fee has not been 
paid will be withdrawn from consider-
ation under § 1.142(b). An applicant who 
desires examination of an invention so 
withdrawn from consideration can file 
a divisional application under 35 U.S.C. 
121. 

(c) The provisions of this section 
shall not be applicable to any applica-
tion filed after June 8, 1995. 

[60 FR 20226, Apr. 25, 1995] 

AFFIDAVITS OVERCOMING REJECTIONS 

§ 1.130 Affidavit or declaration to dis-
qualify commonly owned patent or 
published application as prior art. 

(a) When any claim of an application 
or a patent under reexamination is re-
jected under 35 U.S.C. 103 on a U.S. pat-
ent or U.S. patent application publica-
tion which is not prior art under 35 
U.S.C. 102(b), and the inventions de-
fined by the claims in the application 
or patent under reexamination and by 
the claims in the patent or published 
application are not identical but are 
not patentably distinct, and the inven-
tions are owned by the same party, the 
applicant or owner of the patent under 
reexamination may disqualify the pat-
ent or patent application publication 
as prior art. The patent or patent ap-
plication publication can be disquali-
fied as prior art by submission of: 

(1) A terminal disclaimer in accord-
ance with § 1.321(c); and 

(2) An oath or declaration stating 
that the application or patent under 
reexamination and patent or published 
application are currently owned by the 
same party, and that the inventor 
named in the application or patent 
under reexamination is the prior inven-
tor under 35 U.S.C. 104. 

(b) [Reserved] 

[61 FR 42805, Aug. 19, 1996, as amended at 65 
FR 57056, Sept. 20, 2000; 70 FR 1824, Jan. 11, 
2005] 

§ 1.131 Affidavit or declaration of prior 
invention. 

(a) When any claim of an application 
or a patent under reexamination is re-
jected, the inventor of the subject mat-
ter of the rejected claim, the owner of 
the patent under reexamination, or the 
party qualified under §§ 1.42, 1.43, or 
1.47, may submit an appropriate oath 
or declaration to establish invention of 
the subject matter of the rejected 
claim prior to the effective date of the 
reference or activity on which the re-
jection is based. The effective date of a 
U.S. patent, U.S. patent application 
publication, or international applica-
tion publication under PCT Article 
21(2) is the earlier of its publication 
date or date that it is effective as a ref-
erence under 35 U.S.C. 102(e). Prior in-
vention may not be established under 
this section in any country other than 
the United States, a NAFTA country, 
or a WTO member country. Prior in-
vention may not be established under 
this section before December 8, 1993, in 
a NAFTA country other than the 
United States, or before January 1, 
1996, in a WTO member country other 
than a NAFTA country. Prior inven-
tion may not be established under this 
section if either: 

(1) The rejection is based upon a U.S. 
patent or U.S. patent application publi-
cation of a pending or patented appli-
cation to another or others which 
claims the same patentable invention 
as defined in § 41.203(a) of this title, in 
which case an applicant may suggest 
an interference pursuant to § 41.202(a) 
of this title; or 

(2) The rejection is based upon a stat-
utory bar. 

(b) The showing of facts shall be 
such, in character and weight, as to es-
tablish reduction to practice prior to 
the effective date of the reference, or 
conception of the invention prior to 
the effective date of the reference cou-
pled with due diligence from prior to 
said date to a subsequent reduction to 
practice or to the filing of the applica-
tion. Original exhibits of drawings or 
records, or photocopies thereof, must 
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